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REMARKS 

In the Office Action mailed November 29, 2006/ the Examiner rejected 
claims 1 1-30 under 35 U.S.C. § 101 as allegedly being directed to non-statutory subject 
matter; rejected claims 21-30 under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite; rejected claims 1-6, 8, 10-16, 18, 20-26, 28, and 30 under 35 U.S.C. § 102(e) 
as being anticipated by U.S. Patent Application Publication No. 2002/0161826 to 
Arteaga et al. {"Arteaga")] and rejected claims 7, 9, 17, 19, 27, and 29 under 35 U.S.C. 
§ 103(a) as being unpatentable over Arteaga in view of U.S. Patent No. 6,389,470 to 
Barr ("Barr"). 

L The Rejection of Claims 11-30 under 35 U.S.C. S 101 

a. The Rejection of Claims 1 1-20 

The Examiner asserts, "[cjlaim 11 is rejected because ... under 35 U.S.C. § 101 Q 
system claims and claims that recite a judicial exception (software) ... [must] recite a 
practical application." (Office Action at 2). However, claim 1 1 recites a system 
comprising, among other things, a "processor," a "computer readable memory," and "a 
target object and a caller object implemented in the memory by the processor." MPEP 
§ 2106.01 states, "[w]hen functional descriptive material is recorded on some computer- 
readable medium, it ... will be statutory in most cases since use of technology permits 
the function of the descriptive material to be realized." Thus, even assuming the 

^ The Office Action may contain statements characterizing the related art, case law, and claims. Regardless of 
whether any such statements are specifically identified herein, Applicant declines to automatically subscribe to any 
statements In the Office Action. 
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Examiner is asserting that the claim is directed towards software per se reciting 
functional descriptive matter, the claim recites a computer readable memory and is 
statutory for at least this reason. 

More fundamentally, 35 U.S.C. § 101 recites, "[w]hoever invents or discovers any 
new and useful process, machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title." Claim 1 1 recites both a processor and a memory, and 
thus falls squarely within the enumerated category of "machine," and is statutory for at 
least this reason. See State Street Bank & Trust Co. v. Signature Financial Group Inc., 
149 F.3d 1368, 1372. 

The Examiner continues, "[p]ractical application can be provided by a physical 
transformation or a useful, concrete, and tangible result ... the final result of the claim is 
notifying the caller which is not a tangible result." (Office Action at p. 2). Applicant 
disagrees. Claim 1 1 recites "notifying the caller object to cause the caller object to 
change from the first call mode to a second call mode in handling the call if the 
execution of the call is determined to exceed the threshold." Thus, the caller object 
changes modes if the threshold is exceeded. In a system such as that recited by claim 
1 1 , comprising a processor and a computer readable memory, this is a tangible result 
that is useful for any number of computer-related tasks. Claim 1 1 is therefore statutory 
at least for reciting a useful, concrete, and tangible result. 
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Moreover, such a mode change necessarily involves a state transformation of the 
system in order to implement the change of mode. Claim 1 1 is therefore statutory at 
least for reciting a physical transformation. 

Claims 12-20 were rejected due to their dependence from claim 1 1 (Office Action 
at p. 2). As claim 1 1 recites statutory subject matter, claims 12-20 are statutory at least 
due to their dependence from claim 1 1 . Applicants therefore respectfully request the 
Examiner to withdraw the rejection of claims 11-20 under 35 U.S.C. § 101. 

b. The Rejection of Claims 21-30 

The Examiner states, "[cjlaim 21 is rejected under 35 U.S.C. 101 based on the 
theory that the claim is directed to neither a 'process' nor a 'machine,' but rather 
embraces or overlaps two different statutory classes of invention set forth in 35 U.S.C. 
101 which is drafted so as to set forth the statutory classes of invention in the alternative 
only." (Office Action at pp. 2-3). Claim 21 recites "an article of manufacture for calling a 
target object from a caller object in a first call mode." The specification states, at pp. 
7-8: 

The term "article of manufacture" as used herein refers to code or 
logic implemented in hardware logic (e.g., an integrated circuit chip, 
Programmable Gate Array (PGA), Application Specific Integrated Circuit 
(ASIC), etc.) or a computer readable medium, such as magnetic storage 
medium (e.g., hard disk drives, floppy disks,, tape, etc.), optical storage 
(CD-ROMs, optical disks, etc.), volatile and non-volatile memory devices 
(e.g., EEPROMs, ROMs. PROMS, RAMS, DRAMS, SUMS, firmware, 
programmable logic, etc. 

MPEP§ 21 06(IV)(B) states: 

For example, a claimed invention may be a combination of devices 
that appear to be directed to a machine and one or more steps of the 
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functions performed by the machine. Such instances of mixed attributes, 
although potentially confusing as to which category of patentable subject 
matter it belongs in, does not affect the analysis to be performed by the 
examiner. Note that an apparatus claim with process steps is not 
classified as a "hybrid" claim; instead, it is simply an apparatus claim 
including functional limitations. 

Therefore, claim 21 is statutory at least because it is directed to an article of 

manufacture, and any functional limitations recited by claim 21 do not render the claim 

nonstatutory 

Claims 22-30 were rejected due to their dependence from claim 21 (Office Action 
at p. 3). As claim 21 recites statutory subject matter, claims 22-30 are statutory at least 
due to their dependence from claim 21 . Applicants therefore respectfully request the 
Examiner to withdraw the rejection of claims 21-30 under 35 U.S.C. § 101. 
IL The Rejection of Claims 21-30 under 35 U.S.C, S 112 

The Examiner states that claim 21 "is rejected under 35 U.S.C. 112, second 
paragraph, as being a single claim which claims both an apparatus and the method 
steps of using the apparatus" (Office Action at p. 3). Applicant disagrees with the basis 
for the rejection. Claim 21 recites, in full: 

An article of manufacture for calling a target object from a caller 
object in a first call mode, wherein the article of manufacture causes 
operations to be performed, the operations, comprising: 

invoking a program component in response to the caller object 
initiating the call to the target object; 

invoking, with the program component, execution of the call on the 
target object; 

monitoring, with the program component, the execution of the call 
on the target object; 

determining, with the program component, whether the execution of 
the call on the target object exceeds a threshold; and 
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notifying the caller object to cause the caller object to change from 
the first call mode to a second call mode in handling the call if the 
execution of the call is determined to exceed the threshold. 

The "operations" recited by claim 21 are not, as the Examiner alleges, "method steps of 
using the apparatus." At best, these operations might be characterized as method 
steps perfomried by the apparatus. This is essentially no different from reciting a 
method performed by an article of manufacture, the method comprising ..." There is no 
legitimate bases for the Examiner's rejection which appears to be solely based on the 
style of claims as presented. Thus, the claim is sufficiently definite under 35 U.S.C. 
§ 112, second paragraph. 

Claims 22-30 were rejected due to their dependence from claim 21 (Office Action 
at p. 3). As claim 21 is in conformance with the requirements of 35 U.S.C. § 1 12, claims 
22-30 are also in conformance at least due to their dependence from claim 21 . 
Applicants therefore respectfully request the Examiner to withdraw the rejection of 
claims 21-30 under 35 U.S.C. § 112. 

ML The Rejection of Claims 1-6, 8, 10-16, 18, 20-26, 28. and 30 under 35 U.S.C, 
S 102fb) 

Applicants respectfully traverse the rejection of claims 1-6, 8, 10-16, 18, 20-26, 
28, and 30 under 35 U.S.C. § 102(b) as being anticipated by Arteaga, To properly 
anticipate Applicants' claimed invention under 35 U.S.C. § 102(b), each and every 
element of the claim in issue must be found, either expressly described or under 
principles of inherency, in a single prior art reference. Further, "[t]he identical invention 
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must be shown in as complete detail as is contained in the... claim." See M.P.E.P. 
§ 2131 (8th Ed.. Aug. 2001), quoting Richardson v. Suzuki Motor Co., 868 F.2d 1126. 
1236. 9 U.S.P.Q.2d 1913, 1920 (Fed. Cir. 1989). Finally. "[t]he elements must be 
arranged as required by the claim." M.P.E.P. § 2131 (8th Ed. 2001), p. 2100-69. 

Claim 1 recites, for example, a method for calling a target object from a caller 
object in a first call mode, comprising "notifying the caller object to cause the caller 
object to change from the first call mode to a second call mode in handling the call if the 
execution of the call is determined to exceed the threshold." Arteaga fails to teach or 
suggest, among other things, the recited feature "caus[ing] the caller object to change 
from the first call mode to a second call mode ... if the execution of the call is 
determined to exceed the threshold." 

Arteaga discloses a "system and method for conducting remote online and offline 
real-time transactions on a handheld device" {Arteaga, abstract). The handheld device 
can handle requests asynchronously by transferring them to a network server when a 
network connection is available {Arteaga 56. 94 and Fig. 4). Arteaga further 
discloses calls to each of a sync server, deployment object, database manager, and 
deployment manager {Arteaga H 95). Arteaga, however, is silent as to a first or second 
call mode that is associated with any of the sync server, deployment object, database 
manager, and deployment manager. Moreover, Arteaga fails to disclose that any of the 
sync server, deployment object, database manager, and deployment manager change 
modes if the execution of a call exceeds a threshold. Arteaga, therefore, fails to teach 
or suggest the recited feature "caus[ing] the caller object to change from the first call 
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mode to a second call mode ... if the execution of the call is determined to exceed the 
threshold" as recited by claim 1 . 

Independent claims 11 and 21, although of different scope than claim 1, recite 
subject matter similar to that discussed above with respect to claim 1, and not taught or 
suggested by ^rfeaga. Claims 2 -6, 8, and 10 depend from claim 1, claims 12-16, 18, 
and 20 depend from claim 1 1 , and claims 22-26, 28, and 30 depend from claim 21 , and 
are allowable at least due to their dependence from allowable base claims. 

Applicant notes the Examiner has cited to various portions of Arteaga to support 
the rejection, but has not identified specific structures in Arteaga that are alleged to 
correspond to elements recited in the claims. Should the Examiner maintain the 
rejection under 35 U.S.C. § 102(e), Applicant respectfully requests the Examiner to 
identify structures in Arteaga that correspond to the claimed program component, caller 
object, target object, threshold, first call mode, second call mode, and call. 

jy, The Rejection of Claims 7, 9, 17, 19. 27, and 29 under 35 U.S.C, S 103(a) 

Applicants respectfully traverse the rejection of claims 7, 9, 17, 19, 27, and 29 
under 35 U.S.C. § 103(a). Claims 7 and 9 depend from claim 1 , claims 17 and 19 
depend from claim 1 1 , and claims 27 and 29 depend from claim 21 . As already 
discussed, Arteaga fails to teach or suggest a method for calling a target object from a 
caller object in a first call mode, comprising "notifying the caller object to cause the 
caller object to change from the first call mode to a second call mode in handling the call 
if the execution of the call is determined to exceed the threshold." Barr also fails to 
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teach or suggest "caus[ing] the caller object to change fronn the first call mode to a 
second call mode ... if the execution of the call is determined to exceed the threshold." 

Sarr discloses a "messaging system [that] comprises [a] middleware engine 11 in 
each of Q sub-systems 2 and 3, Q server objects 13 ... and functionality In applications 
for creating proxies. The proxies and the servers are both instances of object classes" 
{Barr, col. 3, lines 32-36). Barn however, is silent as to a first or second call mode that 
is associated with either the server objects or proxies. Moreover, Barr fails to disclose 
that either the server objects or proxies change modes if the execution of a call exceeds 
a threshold. Barr, therefore, fails to teach or suggest the claimed "caus[ing] the caller 
object to change from the first call mode to a second call mode ... if the execution of the 
call is determined to exceed the threshold." 

For at least the reason that the cited references fail to teach or suggest the 
claimed ""caus[ing] the caller object to change from the first call mode to a second call 
mode ... if the execution of the call is determined to exceed the threshold," no prima 
facie case has been established with respect to claims 7, 9, 17, 19, 27, and 29. 
Therefore, Applicants respectfully request the Examiner to withdraw the rejection under 
35 U.S.C. § 103(a) and allow claims 7, 9, 17, 19, 27. and 29. 

y. Conclusion 

In view of the foregoing amendments and remarks, Applicants respectfully 
request reconsideration and reexamination of this application and the timely allowance 
of the pending claims. 
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Please grant any extensions of time required to enter this response and charge 

any additional required fees to our deposit account 06-0916. 

Respectfully submitted, 

FINNEGAN, HENDERSON. FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: February 27, 2007 
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